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RtS MARKS 

rhii Rxnmincr objected to claim 26 allegodiy "because of the following inlbrmalilics: A 
minor lypogiaphical error appears to exisu ihc expression "solmion solution" modifies acid/' 

Tl^e Examiner objected to claims 20, 21 , 29, 34, 36, 38-40 and 42 uadcr 37 CFR 1 .75©), 
as allegedly "beiny of improper dependent fonn for failing to further limit Uic subject mailer of a 
previous claim." 

The Examiner rejected claims 26, 31, and 41 under 35 ILS.C. §112, second paragraph, as 
allegedly *'being indefinite for Tailing to particularly point out and distinctly claim the subject 
matter whicli applicant regards as the invention." 

The Hxamincr rejected claim 41 under 35 U.S,C. §1 12, second paragraph, as allegedly 
''being incomplete for omitting essential structural cooperative relationships of clcmenls, such 
omission amounting to a gap between the necessary structural connections," 

The Uxaraincr rcjecied claims 26, 27, 19-22, 28, 29, 31-36, and 38^42 under 35 U.S.C. 
{il03(n) as allegedly being unpatentable over United States Paten tNo. 4,350,564 to Wei and 
Oeshner. 

The Examiner rejected claims 30 and 37 under 35 U,S,C. § 103(a) as allegedly being 
unpolcintahle over Wei and Gcshner as discussed above and United Stales Patent No. 5,149,404 
to Blonder. 

Applicants respectfully traverse the objections and rejections under §112, second 
paragraph and § 1 03(a) as follows. 
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phjectroas 

The Rxainincr objected lo claim 26 allegedly "because of the followhig inlbntialitics: A 
minor lypographicnl eiTor appears to exist: the expression '"sohition solution** modifies ncid. II' 
opproprinle, cotrcclioi) h rcqiiircd,'' 

In response the preceding objectioji lo claim 26, Applicants have diligently searched claim 
26 lor ihe appcanmce of "solution solution*' but cannot find it. Applicants would be gnlcful if (he 
RxamiDcr would rocheck claim 26 for the appearance of "solution solution'*, and if the Examiner 
i]\lim\ llnds '\soUiiion solution" in claim 26, Applicants would appreciate the Examiner's assistance 
in identifying where "solution solution" appears in claim 26 so that Applicynts could make the 
correction by amendmcjit. 

riic Examiner objected to civiims 20, 21, 29, 34, 36, 38^40 and 42 under 37 Cl^'R 1.750), 
as allegedly "being of improper dependent form for failing to further limit tlie subject matter of a 
previous claim. Applicant is required lo cancel the clalmCs), or amend the claiui{s) to place the 
clnini(s) in proper dependent form, or rewrite the clnini(s) in independent fomi. As has been discussed 
tliroii[;»hnnt the prosecution patciitobic weight will not be accorded to the method when the invention 
claims an apparatus. Applicant may elect to pursue an application claiming the invention in kit form 
or claim rhc invention as a method. Concentrations and temperatures arc belter-suited method types 
claims, fttch rates arc usually meaningful only to the extent that then: is an associated process step 
ihM results in the elaimed etch rate. The claims are rejected with their base claims." 

ApplicauLs next present argumcnLs as to why the preceding objections to claims 20, 21, 29, 
34, 36, 38-40 and 42 is improper. 

09/514,526 8 



PAGE 9119 ' RCVD AT 311/2004 1 0:39:36 AM [Eastern Standard Time] * SVR:USPTMFXRF-1/2 ' DNIS:8729306 * CSff): ' DURATION (fnin-ss):0W8 



HAR-01-d4 HON 10:54 AM 



FAX NO. 



P. 10 



As to claim 20, Applioniits respccUvcly contend that claim 20 docs not include any melhocl 
limiliUion as alleged by the Bxamincr. Furthermore, the feature of ''the acid solution includes 
hyilrochloric acid" (emphasis added) is a limitation on tlie composition of the acid solution. 
Tlio fcaliH-e of ^Ihc acid solution includes hydrochloric acid in a liquid bath form" (emphasis 
added) is .1 limifation on the sinietural fonn oJUhc acid sohition. Either of the preceding two 
features of claim 20 further limits claim 26 from which claim 20 depends. Based on the preceding 
arijumcnt, Applica?)ts respectfully maintain tliat the objection to claim 20 is improper and should 
be withdrawn. 

As lo claim 21, Applicants respectively C4:»ntcnd that claim 21 does not include any method 
limitation as alleyed by the Examiner. Furtlicrmorc, the feature of "the acid solution includes 
hydrochloric acid" (emphasis added) is a limitation on the composition of the acid solution. 
The feature of "the acid solution hicludes hydrochloric acid in a spray form'' (emphasis added) is 
a linulalion on the structural fonn of the acid solution. Either of the preceding two features of 
claim 21 further limits claim 26 from which claim 21 depends. Dased on the preceding argument. 
Applicant.^ respectfully maintain that the objection to claim 21 is improper and should be 
withdrawn. 

Ar» lo claim 29» Applicants respectively contend that claim 29 does not include any method 
limitation as iillcged by the Examiner. Furthermore, the feature of "wherein the chromium 
voUime includes the nietullic chromium" (emphasis added) is a Hmilation on the composition of 
Ihe chromium volume, 'I'hc feature of "the acid solution includes hydrochloric acid" (emphasis 
added) is a limitation on the composition of the acLd solution. The feature of "wherein a 
tcinperature (T) and a molarity (M) of the hydrochloric acid is within a triangular space defined by 

09/514,526 9 
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O M) poiiUi^ of (21 X, 2.4 M), (52 °C, 2A M), and (52 ^C, 1.2 M)" is a limitation on the 
IcjnpcraUirc iind molar concentj'nlion oflhc acid solulion.. Any one fenture of the prcccdiny three 
U^aiiirci; of claim 29 furlher liniits claim 26 from which claim 29 depends. Rased on the prcccdin<]i 
argument. Applicants Tespccifully maintain that the objection to claim 29 is improper nnd should 
be withdrawn. 

As to chiim 39, Applicajits respectively contend that claim 39 docs not include any method 
limitalion iis alleged by the Eixaininer. FurLhermorc, the feature of *Svherein the acid solution is 
itdnplcd to etch ibe cliromium volume at a second etch rate that exceeds the first etch rate*' 
(emphiusis added) is an intended use feature and not a mctliod limitation. Applicants recognize 
tliat llicrc is a qnesliou of patentable weight when an intended use appears in the preajnblc of a 
claim. However, Ihc intended nse feature in claim 39 appears in the body of the claim and not in 
the preamble, and therefore has patentable weight. Whctlier the intended use feature distinguishes 
over the prior art depends on whether the prior art recites structure that is capable of performing 
the intended use. 1 lowever, whether the intended use distinguishes over the prior art is a statutory 
issue under 35 U.S.C. §102 or 35 U.S.C. §103 and is not relevant to the objccdou under 
consideration in Ihe present petition, niercforc, die intended xise feature in claim 39 has 
patenlablc weight for further limiting claim 26 from which claim 39 depends. Based on the 
preceding argument, Applicants respcclfully maintain that the objection to clahn 39 is improper 
and should be withdrawn. 

As to claim 40. Applicants respectively contend that claim 40 does not include any method 
limitation as alleged by the Examiner. Furthermore, the feature of '^vhc^cin the acid solution is 
ad:i|)Ccd to etch the chromium volume al a second etch rate that exceeds the first etch rate'' 

09/514,526 10 
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(einpliasis added) is an inteiided i]sc fcnture and not a method limitation. Sec sypra discussion of 
claim 39 as to why the intended use lanenago in the body of claim 40 has patentable weight for 
fiullier lijniling clahn 39 from which claim 40 depends. Bused on the preceding argumcut. 
Applicants respcctfnily maintain that the objection lo claim 40 is unpropcr and should be 
wilhdiawn. 

As to claim 34, Applicants respectively contend that claim 34 docs not include any melhod 
limilalion as alleged by the Examiner. Claim 34 includes the feature of "wherein the acid 
solution is not in contnct with the layer of conductive metal", which \^ a structural limitation and 
not a nieihod limitation. Said feature of claim 34 further Umhs claim 33 from which claim 34 
depcjids. Based oji the preceding ar(^ument. Applicants respectfully maintain that the objection to 
claim 34 is improper and should be withdrawn. 

As to chiim 36, Applicants respectively contend that chum 34 docs not include any method 
limitation as alleged by the Examiner. Furthermore* the feature of "wherein the chromium 
volume includes the metallic chromium'* (emphasis added) is a limitation on the composition of 
llic cliromium volume. The feature of "the acid sohilion includes hydrochloric acid" (emphasis 
lidded) is a linu'laiion on the coinposition of the acid solution. The feature of "wherein a 
temperature (T) and a molarity (M) of the Iiydroehloric acid is within a triangular space defined by 
Cr,M) points of (2 1 ^C, 2.4 M), (52 ^C, 2.4 M), and (52 °C, 1 .2 M)" is a limitation on the 
temperature and molar concentration of the acid solution.. Any one feature of the preceding tliice 
features of claim 36 furlhcr limits claim 31 from which claim 31 depends. Based on the preceding 
argmncnt. Applicants respectfully maintain tliat tlie objection to claim 31 is improper and should 
be with^tniwn. 
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Ah to cKiim 38, Appliciuils respectively contend that cli^im 38 docs not include any method 
limitnlioji as alleged by the lixnminer. Furtlicrmorc, the feature of **whcrcin the acid sohuion Is 
adnptcil to etch the chn)inUim volume at a second etch rate that exceeds the firbl eich rate" 
{emphasis added) in m intended use feature and not a method limitation. Sec supra discussion of 
claim 39 as lo why the intended use language in the body of claim 38 has patenlable weight for 
furiher limiling claim 31 from which claim 38 depends. Based on the preceding argument, 
ApplicnnlSi vespectlully maintain that the objection to ckaim 38 is improper and should be 
with(h'awn. 

A$ to claim 42, Applicants respectively contend that claim 42 does not include any method 
limitation as alleged by the Bxamincr, Claim 42 includes the feature of "wherein tlie acid 
solution in not in contact with the layer of conductive metal", wliich is a struct und limitation and 
not u n^eihod limitation. Said feature of claim 42 further limits claim 41 from which claim 42 
depends. "Rased on tlic preceding argument. Applicants respecirully maintain that the objectioji to 
claim A2 is improper and should be withdrawn. 

Applicants' authorized representative discusised the preceding objection to claims 20, 21, 
2«), 34, 36, 38-40 and 42 with the Examiner in a telephone conversation on 02/26/2004. In said 
lelephone conversation, the Examiner maintained the Examiner's posilion that the objection is 
proper and suggested that Applicants may file a petition if they so desire. As a result, Api:»licants 
have filed a peliiion on 02/27/2004 to resolve this issue. 
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3SJj.S.C. §11 2. Second ?;u aaru ph 

The Kxamiiier rejected clain^s 26. 31, and 41 under 35 U.S,C. §112, second paragraph, as 
allegedly n^cing indefinite for faiUng to particularly point out and distinctly claim Die subject 
mailer winch applicant regards as the invention. Specifically, it is unclear what is bc^ng clahiicd 
when referencing an "electrical structure" More specifically^ the claims disclose ''an electrical 
Slruciurc" wJicrein an "acid sohition is in contact with both the iron comprising body and the 
ciiroiniuni vohime within the opening."" 

In response to the preceding rejection of claim 26 under 35 U.S.C. §112, second 
paragraph, Applicanis respcciruUy note that in claim 26 the acid sohition is an clement of the 
elocirical structure. Also in claim 26, the limitation ''wherein the portion of the acid solution is in 
eonract with both the portion of the iron-comprising body and the chromium volume" is a 
limitation that requires the acid solutioji to be in contact with both the portion of the iron- 
comprising body and Ihe chromium vohime. Thus, Applicants respectfully maintain that what is 
being claimed in claim 26 is clear. Accordingly, Applicants respectfully request withdrawal of the 
preceding rejection of claim 26 under 35 IJ,S,C, §112, ?econd paragraph. 

In response to the preceding rejection of claim 31 under 35 U.S.C. §112;, second 
IvnragJ'aph, Applicants respectrully note that in claim 31 the acid solution is an element of the 
electrical structure, Also in claim 31, the limitation of "an acid solution in contact widi both the 
chromium volume and the iron-comprising body" is a limitation that requires the acid solution to 
be in contact with both the cliromium volume and the iron-comprising body, llius. Applicants 
respectfully maintain that what is being claimed in claim 31 is clear. Accordingly, Applicants 
rospcctliilly request withdrawal of the preceding rejection of claim 31 under 35 U,S.C. §1 12, 
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second p;irHsruph. 

In response to Ihc preceding rejection of claim 41 under 35 U.S,C* §115, second 
))aragrMpli, Applicants respectfully note thnt in claim 41 the acid solution is an element of the 
electrical strncturc. Also in claim 41, Uic limitJilion of ''an acid solution in contact with both the 
chromium volume and the iron-comprising body" is a limitation that requires the acid solution to 
he in contact with both die chromium volume and the iron-comprising body, riuis. Applicants 
ri:jspecirully maintain tliat what is bcijig claimed in claim 41 is clear. Accordingly, Applicants 
respectfully request withdrawal of tlic preceding rejection of claim 41 under 35 U.S.C. §1 12, 
second paragraph. 

The Hxamincr rejected claim 41 under 35 U.S.C. §1 12, second paragraph, ns alleijedly 
^1)eing incomplete for omitting essential stinctural cooperative relationships of elements, such 
omission amounting to a gap between the necessary structural cojincctions. See MPliP § 2 1 72.0 1 . 
The omitted structural cooperative relationships arei.lf the acid were to be accepted to be a structure, 
wliich it is not, the claims would be rejected as failing to disclose how the acid interacts with the 
Etriiclnral components of the claim(s)," 

In response to Ihe preceding rejection of claim 41 under 35 U*S.C. §112, second 
p;iragr:»ph. Applicants respectfully contends that a relevant relationship between the acid solution 
and other elements nfclaim 41, namely tlic chromium volume and the iron-comprising body, is: 
*'an acid solution in contact with both the chromium volume and the iron-comprising body". 
13ased on the preceding argument. Applicants respectfully request withdrawal of the preceding 
rejection of claim 41 under 35 U.S.C. §1 12, second paragraph. 
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Tlio Kxatniiicr rejected claims 26, 27, 19-22, 28, 29, 31-36, aad 38-42 imdcr 35 U.S.C. 
g1 03Ca) as allci>edly being unpatentable over United States Patent No. 4,350*564 to Wei nnd 
Gc^hner. 

As to independent claims 26, 31, and 41, the Examiner argues: "With specific respect to 
claims disclosing an clccnical structure comprising: a chromium volume, and a layer of conductive 
malcriaU wherein tlic chromium volume iackidcs a layer of chromium, wherein Ihc layer of 
condncilvc metal is on the layer of chromhim, wherein the conductive metal includes an opening 
extending lhruu«h its lliickness. Wherein the opening exposes the Ijiyerof chromium. The same is 
ideniieolly disclosed in figure 4E of Wei and associated relevant text. It is noted that it is unclear 
wheiher the iron comprising body is part of the structure or is driivvn to a future intended use. The 
speeiftcotion sny.gcsts that the iron conlolning body is a probe (see element 22 of the instnnt 
Invcnlion) if the iron is a mere probe than it is not properly pari of the structure, llxactly what weight 
shoulil be accorded the probe is unclear. However, in the interests of being rigoi^ous, Cleshncr 
discloses a probe and explicitly provides the motivation for making the instant combination. 
Specifically^ Cieshner discloses: "the probe is brought into conuict with the undcshcd areas 16, it has 
been found that a reaction will be initiated which will cause only the ujidesircd areas 16 to be 
con)plctely etched away." The artisan would have made to combination for improved etch 
selectivity." 

Applicants respectfully contend that claims 26, 31 , and 41 are not unpatentable over Wei 
and (icshncr, because Wei and Geshncr docs not teach or suggest each and every feature of claims 
26, 3 1 , and 41 . I'or example, Wei and Geshncr does not teach or suggest the feature: "an iron- 

09/514.526 15 



PAGE 16/19 * RCVD AT 3/1/2004 10:39:36 AM [Eastern Standard Time] * SVR:USPT0£FXRF-1/2 * DNIS:8729306 ' CSID: * DUiWTION (iiiin-ss):0448 



MAR-01-D4 HON 10:56 AM 



FAX NO. 



P. 17 



ctjinprising body ... wherein a portion of ihc iron-compnsing body is within the opening, wherein 
Ihe portion of the iron-comprising l^ody is in electrical contact with the chromium volume" (clnim 
26); iuid Wei and CJesliner docs not teach or suggest the feature "an iron-comprising body in 
cicoirical contact wilh tlic cliroinium volume" (daims 31 and 41), In particular. Applicants 
respcctlully content tliat the Examiner'Si argument for modifying Wei by adding tlie metal probe 
disclosed by Gcshncr is not i>ersuasivc, because Wei does not require or need improved etch 
selectivity. Nowhere does Wei disclose any problem whatsoever whh etch selectivity, or any need 
Jbv iin)Kv)Vcd etch selectivity, in etching the chromium film IS shown in the transition from FIG. 
3C to MG, 3D of Wei. Wei etches the chromium film 18 with hydrochloric acid (see Wei, col. 3, 
lines 7-15) and uses A "layer of material 19 which is resistant to the etching of liydrochloric 
acid.,.,*' (see Wei, coh 2, lines 59-64). In addition, a silicon dioxide layer 16 underlies the 
chromium film ) 8 (see Wei, col, 2, lines 52-59) and silicon dioxide is etch resistant. In fact, Wei 
conlcmpIiUes ihe use of silicon dioxide ns. an embodiment for the etch resistant layer 1 9 (sec Wei, 
col. 5, linos 14-17). Ilms, Wei has no need for etch selectivity improvement, and incorporating 
( ie«hncr*s metal probe into Wei would add unnecessary complexity and exix*n.*^e. 

In addition, Wei and Gcshncr docs not teach or suggest the feature: "wherein the portion 
of the acid solution is in contact wilh both the portion of the iron-comprising body and the 
chromium volume" (claim 26-); and Wei does not teach or sugecst the feature: "an acid solution 
in contact wilh both the chromium volume and the iroji-comprising body" (clainis 3 1 and 41). 
Indeed, the Examiner's argument in rcjecting independent claims 26, 31, and 41 is totally silent as 
to the existence of the acid solution, and the Kxaminer has offered no argument as to how and 
why Wei in view of Geshnor teaches the aforementioned foatm-c relating to the acid solution. If 
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ihe Gxamincr views the acid solution as having no patentable significance in claims 26, 31, and • 
41 , Ihe Examiner has not presented any siipporling analysis and has not cited any legal authority lo 
sup|X)rl siicli a view. In summary, Ihe Examiner has not satisded the Exoininer's burden to prove 
a priwa facie case of obviousneys? wilh respect to the acid solution related features of claims 26, 
31,and4L 

Hxscd on the preccduig arginncnts, Apphcnnls respeclfully maintain that claims 26, 31, 
and 41 arc not unpatentable over Wei and Gcshncr, and tliat claims 26, 31, and 41 arc in condition 
for allowance. Sii\cc claims 19-22, 27-29 and 39 deptsnd from claim 26, Applicants contend that 
claims 1 9-22, 27-29 and 39 arc likewise in condition for allowance. Since claims 32-36, 38 and 
40 dcj)cnd from claim 31, Applicants contend that claims 32-36, 38 and 40 arc likewise in 
condidon for allowanco. Since claim 42 depends from claim 41, Applicants contend that claim 42 
is likewise in condition for allowance. 

Hie lixaminor rejected claims 30 and 37 under 35 U.S.C. §103(a) as allegedly behig 
nnpatontaWc over Wei and Gcshncr as disciLSsod above and United States Patent No. 5,149^404 to 
Ulondcr. Since clainis 30 and 37 respectfully depend from claims 26 and 31 , which Applicants 
have argued svpr-a to be patentable under 35 U.S.C, § 103(a), Applicants maintain Ihnl claims 30 
and 37 are not unpatentable under 35 U.S.C. § 103(a). 
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CONC MISION 

Ikwcd on the preceding arguments, Applicants respect fully believe thai all pending claim 
niKl the entire application meet the acceptance criteria for allowance and therefore request 
favorable aclion. If the lixaminer believes that anything further would be helpful to place Ihc 
application in belter condition lor allowance. Applicants invites the Exauuncr to contact 
Applicants' representative at the telephone nninber listed below. 





Jack P. Friedman 
RcglstrationNo. 44,688 



Schmeisur, Olsen & Waits 
3 Lear Jel Lane, Suite 201 
Lathnm, New York 12110 
(518)27.0-1850 
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